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DETAILED ACTION 



Election/Restrictions 



1. Applicant's election with traverse of claims 1-41 and 52-84 in the reply filed oh 
1/26/2006 is acknowledged. The traversal is on the ground(s) that each of the claims of Group II 
directly depend from, and therefore include, each of the elements of one or more of the claims in 
Group I. This is not found persuasive because a different field of search is necessary to search 
for one of the inventions in a manner that is not likely to result in finding art pertinent to the 
other invention for example a different field of search is shown even though both are classified 
together, dyeing food products can be done using other methods other than ink jet printing as 
cited in the previous office action and therefore would require a different field of search. See 
MPEP 808.02. The requirement is still deemed proper and is therefore made FINAL. 



1. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 



2. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148 USPQ 459 
(1966), that are applied for establishing a background for determining obviousness under 35 
U.S.C. 103(a) are summarized as follows: 



Claim Rejections - 35 USC §103 



1. 

2. 

3. 



Determining the scope and contents of the prior art. 

Ascertaining the differences between the prior art and the claims at issue. 

Resolving the level of ordinary skill in the pertinent art. 
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4. Considering objective evidence present in the application indicating obviousness 
or nonobviousness. 

3. This application currently names joint inventors. In considering patentability of the 
claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of the various 
claims was commonly owned at the time any inventions covered therein were made absent any 
evidence to the contrary. Applicant is advised of the obligation under 37 CFR 1 .56 to point out 
the inventor and invention dates of each claim that was not commonly owned at the time a later 
invention was made in order for the examiner to consider the applicability of 35 U.S.C. 103(c) 
and potential 35 U.S.C. 102(e), (f) or (g) prior art under 35 U.S.C. 103(a). 

4. Claims 1-41 and 52-84 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Chen et al (U.S. Pat. No. 6,648,951) in view of Deng et al (U.S. Pat. No. 5,397,387), Shastry et 
al (US 2004/0021757) and Russell et al (U.S. Pat. No. 6,623,553). With regard to claims 1-5, 
Chen et al discloses an environmentally friendly ink that is generally safe for use and contact by 
humans (col 3 lines 44-48) comprising from 1% to 90% by weight of a humectant consisting of 
glycerol, propanediol and combinations thereof, and a dye (abstract). However, Chen et al failed 
to disclose the amount of water present in the ink composition. Deng et al teach a food marking 
jet ink comprising of water in an amount from 0.5% to about 5% as a carrier (col 3 lines 65-66), 
food grade dyes (col 4 lines 13-32), and a humectant (col 5 lines 15-25). It would have been 
obvious to one of ordinary skill in the art to modify Chen et al with Deng et al to add water as a 
carrier for the components in the ink composition. 

5. With regard to claim 6, Chen et al discloses an ink composition comprising of 0.05% to 
10% by weight of a waterfastness control dye. It would be obvious to expect that the 
waterfastness control dye is a food grade dye because Chen et al discloses that the ink 
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composition is generally safe for use and contact by humans (col 3 lines 44-48). Deng et al teach 
useful colorants in an amount from about 0.1% to about 20% by weight. It would have been 
obvious to one of ordinary skill in the art to modify Chen et al with the colorants taught by Deng 
et al because they are generally recognized. as safe (col 4 lines 5-32). 

6. With regard to claims 7, 32 and 56, Chen et al failed to disclose food grade dyes 
comprising FD&C dyes. However, Deng et al teach useful colorants in a food marking dye that 
are generally recognized as safe such as FD&C Blue #1, FD&C Red #40, FD&C Yellow #5, 
FD&C Yellow #6, and FD&C Red #3 (col 4 lines 13-16). It would have been obvious to one of 
ordinary skill in the art to modify Chen et al with the colorants taught by Deng et al because they 
are generally recognized as safe. 

7. With regard to claims 8 and 39-40, Chen et al failed to disclose natural dyes as a colorant. 
However, Deng et al teach that natural colorants obtained from plants or extracts of insects are 
also suitable in a food marking ink (col 4 lines 24-27). It would have been obvious to one of 
ordinary skill in the art to modify Chen et al with Deng et al by incorporating natural dyes as 
colorants because they are safe. 

8. With regard to claims 9, 41 and 59, Chen et al failed to disclose the viscosity of the 
colored fluid at 60°C. However, Russell et al teach that the viscosity of edible ink is about 2000 
to 16000cp at 25°C (col 2 lines 51-56). Russell et al is silent as to the viscosity of the ink at 60°C, 
however, it would be expected that the ink would have a lower viscosity at the higher 
temperature. The Office does not have the capability to measure the change in viscosity over the 
shear rate range as instantly claimed compared to the prior art. Therefore, absent any clear, 
convincing evidence and/or arguments to the contrary it would be expected that the change in 
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viscosity of the ink over the shear rate would be within the range recited by applicant because the 
colored fluid taught by the prior art discloses the limitations instantly claimed. 

9. With regard to claim 10, Chen et al failed to disclose the surface tension of the edible ink. 
However, Deng et al teach a food marking ink that has a surface tension below 30dynes/cm (col 
3 lines 44-45). This value falls within applicant's recited range. It would have been obvious to 
one of ordinary skill in the art to modify Chen et al with the colored fluid of Deng et al in order 
to provide a colored fluid that exhibits the same physical characteristics to help control wetting 
(col 5 line 68). 

10. With regard to claims 11,57, 64 and 73, Chen et al failed to disclose a silt density index 
for the colored fluid. However, it would be obvious to one of ordinary skill in the art to expect 
that the ink-jet formulation taught by Chen et al would inherently have this property in order to 
prevent clogging of the filter. 

1 1 . With regard to claims 12-13 and 34-37, Chen et al failed to disclose the content of an 
inorganic salt. However, Deng et al teach that optional components may be added to a food 
marking ink as conductivity agents in an amount from 0.2% to about 2%, this range encompasses 
applicants recited amount. Examples of such components include ammonium, sodium, or 
potassium salts of organic acids and ammonium chloride (col 5 lines 33-40). It would have been 
obvious to one of ordinary skill in the art to modify Chen et al with Deng et al by incorporating 
these inorganic salts as conductivity agents. 

12. With regard to claim 14, absent any clear, convincing and/or arguments to the contrary 
the viscosity of the edible ink would be expected to have the characteristic recited by the 
applicant. 
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13. With regard to claims 15-16,18, and 30-31, Chen et al discloses an environmentally 
friendly ink that is generally safe for use and contact by humans (col 3 lines 44-48) comprising 
from 1% to 90% by weight of a humectant consisting of glycerol, propanediol and combinations 
thereof, and a dye (abstract). However, Chen et al failed to disclose the amount of water present 
in the ink composition and the viscosity of the colored fluid at 60°C. Deng et al teach a food 
marking jet ink comprising of water in an amount from 0.5% to about 5% as a carrier (col 3 lines 
65-66), food grade dyes (col 4 lines 13-32), and a humectant (col 5 lines 15-25) and Russell et al 
teach that the viscosity of an edible ink is preferably 2400 to 3100cp at 25°C (col 2 lines 51-56). 
It would have been obvious to one of ordinary skill in the art to modify Chen et al with Deng et 
al and Russell et al to add water as a carrier for the components in the ink composition and also 
to expect that absent any clear, convincing evidence and/or arguments to the contrary it would be 
expected that the viscosity of the ink would be reduced with increase in temperature and that the 
viscosity would stay relatively constant based on shear rate recited by the applicant. 

14. With regard to claim 17 and 33, Chen failed to disclose a surface tension of about 35 to 
50dynes/cm. However, Shastry et al teach that jet compatible inks have a surface tension of 
about 15 to about 50dynes/cm ([0040], lines 1-6), this range falls within applicant's range. It 
would have been obvious to one of ordinary skill in the art to expect that the surface tension of 
the edible ink recited by the applicant to be within this range in order to be ink-jet compatible. 

15. With regard to claim 20-21, Chen et al discloses an environmentally friendly ink that is 
generally safe for use and contact by humans (col 3 lines 44-48) comprising from 1% to 90% by 
weight of a humectant consisting of glycerol, propanediol and combinations thereof, and a dye 
(abstract). However, Chen failed to disclose the content of inorganic salt. Deng et al teach that 
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the food marking ink may also contain conductivity agents in an amount from 0.2% to about 2% 
(col 5 lines 33-35), this range encompasses applicants recited amount. It would have been 
obvious to modify Chen et al with Deng et al by having inorganic salts as conductivity agents in 
the edible ink. 

16. With regard to claim 19 and 22, Chen et al failed to disclose the viscosity of the colored 
fluid at 25°C. However, Shastry et al teach that ink-jet compatible inks have a viscosity of about 
1 to about 45cp ([0040], lines 1-6), this range falls within applicant's recited range. It would 
have been obvious to one of ordinary skill to expect the viscosity of the colored fluid to be within 
the disclosed range in order to be ink-jet compatible. 

17. With regard to claims 23-27, Chen et al discloses an environmentally friendly ink that is 
generally safe for use and contact by humans (col 3 lines 44-48) comprising from 1% to 90% by 
weight of a humectant consisting of glycerol, propanediol and combinations thereof, and a dye 
(abstract), this range falls within applicant's recited range. However, Chen et al failed to disclose 
the viscosity of the colored fluid. Shastry et al teach that ink-jet compatible inks have a viscosity 
of about 1 to about 45cp ([0040], lines 1-6), this range falls within applicant's recited range. It 
would have been obvious to one of ordinary skill to expect the viscosity of the colored fluid to be 
within the disclosed range in order to be ink -jet compatible. 

18. With regard to claim 28, Chen et al failed to disclose a colored fluid comprising alcohol. 
However, Russell et al teach that drying agents can be incorporated into an edible ink 
formulation such as isopropyl alcohol, ethyl alcohol etc (col 4 lines 15-22). It would have been 
obvious to one of ordinary skill in the. art to modify Chen et al with Russell et al by incorporating 
alcohols as drying agents. 
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19. With regard to claims 29 and 61, Chen et al failed to disclose adding methylparaben or 
propylparaben. However, Shastry et al teach edible ink that may also include additives such as 
preservatives ([0039]). Methlyparaben and propylparaben are well known preservatives in the 
art. It would have been obvious to one of ordinary skill in the art to modify Chen et al with 
Shastry et al by utilizing these preservatives as instantly claimed or any other preserving agent in 
order to prevent microbial contamination. 

20. With regard to claims 52-54 and 62 Chen et al disclose that the ink-jet ink composition 
can be ingested in small amounts without producing adverse health effect and is generally safe 
for use and contact by humans. However, Chen et al failed to disclose edible substrates. Russell 
et al teach edible substrates surfaces that can be printed on such as wafers, cookies, cakes, 
muffins, doughnuts (col 5 lines 49-55). It would be obvious to one of ordinary skill in the art to 
expect that the surfaces of these substrates are porous as in claim 53 because they are identical 
substrates as instantly claimed in claim 54. It would have been obvious to one of ordinary skill in 
the art to modify Chen et al with Russell et al by utilizing these edible substrate surfaces for 
printing decorative images. 

21 . With regard to claim 55, Chen et al disclose an environmentally friendly ink that is 
generally safe for use and contact by humans (col 3 lines 44-48) comprising from 1% to 90% by 
weight of a humectant consisting of glycerol also known as glycerin, propanediol and 
combinations thereof (abstract). As instantly claimed water is present a range from 0-5% and 
therefore Chen et al does not disclose a water content. Chen et al failed to disclose the viscosity, 
surface tension and chloride or sulfate content of the colored fluid. However, Shastry et al teach 
that ink-jet compatible inks have a viscosity of about 1 to about 45cp and a surface tension of 
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about 15 to about 50dynes/cm ([0040], lines 1-6), these ranges fall within applicant's recited 
range. Deng et al teach that optional components may be added to a food marking ink as 
conductivity agents in an amount from 0.2% to about 2%, this range encompasses applicants 
recited amount. Examples of such components include ammonium, sodium, or potassium salts of 
organic acids and ammonium chloride (col 5 lines 33-40). It would have been obvious to one of 
ordinary skill in the art to modify Chen et al with Shastry et al and Deng et al in order to have 
colored fluid that is ink-jet compatible and also incorporate inorganic salts as conductivity 
agents. 

22. With regard to claim 58, Chen et al failed to disclose a specific gravity for the colored 
fluid. However, it would be obvious to one of ordinary skill in the art to expect that specific 
gravity will be as instantly claimed in order to be ink-jet compatible. 

23. With regard to claim 60, Chen et al failed to disclose a colored fluid comprising ethanol. 
However, Shastry et al teach an ink -jet ink comprising ethanol ([0035]). It would have been 
obvious to one of ordinary skill in the art to modify Chen et al with Shastry et al by utilizing 
ethanol as a dispersant. 

24. With regard to claims 63, 65, 72, 74-75 and 81-84 Chen et al disclose an environmentally 
friendly ink that is generally safe for use and contact by humans (col 3 lines 44-48) comprising 
from 1% to 90% by weight of a humectant consisting of glycerol also known as glycerin, 
propanediol and combinations thereof (abstract). As instantly claimed water is present a range 
from 0-5% and therefore Chen et al does not disclose a water content. Chen et al failed to 
disclose the viscosity and surface tension of the colored fluid. Shastry et al teach that ink-jet 
compatible inks have a viscosity of about 1 to about 45cp and a surface tension of about 15 to 
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about 50dynes/cm ([0040], lines 1-6), these ranges fall within applicant's recited range. It would 
be obvious to one of ordinary skill in the art to modify Chen et al with Shastry et al in order for 
the ink to be ink-jet compatible. 

25. With regard to claim 66, Chen et al failed to disclose the viscosity of the colored fluid at 
60°C. However, Russell et al teach that the viscosity of edible ink is about 2000 to 16000cp at 
25°C (col 2 lines 51-56). Russell et al is silent as to the viscosity of the ink at 60°C, however, it 
would be expected that the ink would have a lower viscosity at the higher temperature. 

26. With regard to claims 67 and 76, Chen et al failed to disclose additives such as surface 
tension modifiers. However, Shastry et al teach adding ethanol to ink. It is inherent that the 
ethanol would function as a surface tension modifier. 

27. With regard to claims 68 and 77, applicant has not shown in the disclosure as to why 
docusate sodium is added to the colored fluid. However, docusate sodium is a conventional 
laxative used in food. It would have been obvious to one of ordinary skill in the art to utilize 
docusate sodium in the edible ink so that the food product to which the ink is applied could 
function as a laxative. 

28. With regard to claims 69-71 and 78-80, Chen et al failed to disclose the chloride or 
sulfate content of the colored fluid. Deng et al teach that optional components may be added to a 
food marking ink as conductivity agents in an amount from 0.2% to about 2%, this range 
encompasses applicants recited amount. Examples of such components include ammonium, 
sodium, or potassium salts of organic acids and ammonium chloride (col 5 lines 33-40). It would 
have been obvious to one of ordinary skill in the art to modify Chen et al with Deng et al in order 
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to have a colored fluid that is ink-jet compatible and also incorporate inorganic salts as 
conductivity agents. 

Double Patenting 

29. The nonstatutory double patenting rejection is based on a judicially created doctrine 
grounded in public policy (a policy reflected in the statute) so as to prevent the unjustified or 
improper timewise extension of the "right to exclude" granted by a patent and to prevent possible 
harassment by multiple assignees. A nonstatutory obviousness-type double patenting rejection 
is appropriate where the conflicting claims are not identical, but at least one examined 
application claim is not patentably distinct from the reference claim(s) because the examined 
application claim is either anticipated by, or would have been obvious over, the reference 
claim(s). See, e.g., In re Berg, 140 F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re 
Goodman, 1 1 F.3d 1046, 29 USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 
USPQ 645 (Fed. Cir. 1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re 
Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 
USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1.321(c) or 1.321(d) may 
be used to overcome an actual or provisional rejection based on a nonstatutory double patenting 
ground provided the conflicting application or patent either is shown to be commonly owned 
with this application, or claims an invention made as a result of activities undertaken within the 
scope of a joint research agreement. 

Effective January 1, 1994, a registered attorney or agent of record may sign a terminal 
disclaimer. A terminal disclaimer signed by the assignee must fully comply with 37 CFR 
3.73(b). 

30. Claims 1-6, 9-10, 12, 52 and 54 are provisionally rejected on the ground of nonstatutory 
obviousness-type double patenting as being unpatentable over claims 1-15, 17 and 39-40 of 
copending Application No. 1 1/149,660 in view of Ogawa et al (U.S. Pat. No. 4,512,807). With 
regard to claim 1 of instant application '064, applicant discloses a food grade colored liquid 
comprising the similar ingredients as claim 1 of co-pending application 4 660 without the surface 
tension modifier. However, the claim as filed does not exclude surface tension modifier. Ogawa 
et al teach an aqueous ink composition for ink-jet printing comprising surface tension modifiers 
including anionic, cationic, nonionic and amphoteric surface active agents (col 8 lines 38-46) for 
their art recognized function. Ogawa et al teach a genus of surface active agents under which the 
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species claimed by applicant belong. It would be obvious to one of ordinary skill in the art to 
modify the instant application '064 by adding surface tension modifiers as taught by Ogawa et al 
for their art recognized function. With regard to claim 12 of '064, applicant recites an inorganic 
salt content of no more than 0.5wt% which incorporates a range from 0-0.5%. Copending 
application 4 660 in claim 17 recites an inorganic salt content of no more than 0.1 wt%, which 
incorporates 0-0.1%. This range is within the instantly claimed range of instant application '064. 
This is a provisional obviousness-type double patenting rejection. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Adepeju Pearse whose telephone number is 571-272-8560. The 
examiner can normally be reached on Monday through Friday, 8.00am - 4.30pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Milton Cano can be reached on 571-272-1398. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 
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